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INTRODUCTION
(1) When historians look back upon the late twentieth century, the development of the Internet may
stand out as one of mankind's greatest technological achievements. The ability of the Internet to foster
the exchange of information and ideas on a global scale may revolutionize the way people interact. The
medium is uniquely suited to enable people around the globe to obtain massive amounts of information
almost instantaneously, thereby spurring intellectual thought and encouraging the spread of information.
(2) If the Internet is a boon for the democratic exchange of ideas, it absolutely turns the world of
commerce on its head! Using the Internet, a local or regional enterprise can cheaply and instantaneously
reach out to the global marketplace and vend its wares. The Internet vanquishes the geographic
boundaries which were previously natural barriers to competition. No longer will international
commerce have to be dominated by large multi-national corporations. The Internet alters the rules of the
game: multi-national corporations will now have to worry not just about other multi-national
corporations invading their turf all over the globe, but also, about small regional and local producers as
well. Thus, the Internet has the potential to equalize the balance of power between large multi-national
corporations and small, local enterprises by reducing market entry costs.
{3) The Internet has risen from tiny beginnings. Initially a Defense Department research project, it is
now the largest networked computer system on the planet. The growth of the Internet has been
explosive; the number of Internet users has doubled approximately every year since 1983.1J Estimates
show that approximately forty to fifty million people are currently "on-line" around the world; of those
users, about twenty-two million reside in the United States.J21 It is estimated that by the year 2000, there
will be approximately 200 million Internet users.IM Corporations, seeking to use the Internet as a
marketing tool to take advantage of this massive market, are tripping over themselves trying to establish
their own unique Internet presence.
(4) A corporation's marketing effort is much more effective if it can target those consumers who
actually have a need for the product it sells. While television advertising can reach millions of
consumers at once, not every viewer reached will be interested in the product being advertised.J4
Television allows marketers to target shows which have the same audience demographics as the typical
purchaser of the product. However, because not all viewers of a specific show are predisposed to
purchase that particular product, there is a great deal of wasted advertising effort. The Internet has the
potential to become a much more effective and efficient advertising medium than television, even if the
computer does not penetrate the household market to the same degree that television currently does.-5]
The Internet allows a company to focus its marketing efforts, selectively targeting those consumers who
may have an interest in the company's product based on similar desires, not mere demographics, thus
making the marketing effort much more effective.J6
(5) The Internet's unique ability to allow a company's marketing message to have a global reach and
selectively target those consumers already predisposed toward actual purchase of the product, has
spurred a rush among corporations both large and small, to set up shop on the Internet.[7] This paper

will focus upon how the current race to establish an Internet presence, has created numerous disputes
over the use, the ownership, and the registration of domain names, as well as increased the potential for
liability for possible infringement of corporate trademarks. The purpose of this paper is to shed some
light on how current policies regarding Internet domain name registration impairs certain trademark
holders and effectively prevents them from using the Internet as a global communication medium. This
paper has four parts: section one details the history of the Internet, and the structure of both domain
names and the Internet; section two discusses trademark law and how it applies to and effects domain
name usage; section three analyzes the inherent conflict between trademark law and the domain name
structure; and section four recommends various solutions to the current domain name problem and why
they are better than the current system.
I. THE INTERNET
Describing the Internet
16) Even though the terms "cyberspace", "Internet", "networks", "electronic commerce", and "domain
names" are now common vernacular, the Internet is still a mystery to millions. Simply put, the Internet
is a worldwide network which connects thousands of independent computer networks together. A
computer network is a number of independent proprietary computers that are linked to each other.J8
This "link" allows these computers to "talk" with one another and exchange information stored in their
independent databases.[9] The Internet's purpose is to link independent networks together, effectively
allowing any computer in the world to communicate with any other computer linked to the Internet.[lO1
Today, the Internet connects millions of users across the globe, providing an efficient, high-speed, and
powerful communications medium through which individuals can access, share, exchange, and transmit
a vast array of electronic information and services.
Creation of the Internet
(7) Although currently used as a means to exchange information and conduct electronic commerce, the
InternetL11] was not originally designed for entirely peaceful purposes. In 1969, research scientists
working for the Department of Defense (DOD) developed the Intemet.[121 The project's initial purpose
was to provide a reliable global communications apparatus for the military's networked computer
communications system in case of enemy attack.J1 The solution was to link each computer network to
every other computer network using the numerous redundant pathways of the telephone system, through
a technique called dynamic rerouting.[14] Since telephone communications can be routed from point to
point using numerous alternative routes, the theory was that if ever enemy attack severed some of the
phone links, the integrity of the network would be preserved by automatically rerouting traffic on the net
to other unsevered phone lines.[15]
(8) Although no longer a military project, the dynamic rerouting principal is still at the heart of the
Internet. From its military beginnings, the Internet has grown to become "the first global forum, the first
global library, and the first global marketplace."[16] The Internet is now peacefully used as a global
communications medium through which digitized information such as data, voice, or video is
transmitted from one computer to another.
Administration of the Internet
(9) During its early years, the Internet was primarily funded and managed by an independent agency of
the US government, the National Science Foundation ("NSF"). 171 The NSF initially prohibited the
commercialization of cyberspace.1181 However, as the Internet grew, the NSF handed over various

oversight responsibilities to different private organizations, 191 thereby impairing its ability to control
its "vision" for the Internet.20]. Because no one single entity has the authority to create and enforce
policies for the entire network,J21] it is extremely difficult to formulate a single plan to deal with the
unique problems pertaining to trademarks and Internet domain names.
Communication Over the Internet: The importance of domain names
(10) Although the Internet creates one gigantic global computer network, individual users attached to
the net must be distinguished from one another so that other users can locate them.I221 In order to
distinguish individual users from one another, each individual computer or user is assigned an
individual Internet Protocol Address (IP address).[231 In order to transmit information to a specific
computer linked to the Internet, the user must know that computer's specific IP address.241 Every
computer/user connected to the Internet has his or her own unique IP address, which is merely a
combination of numbers arranged in specific fields (such as 128.67.435.91). This numeric code is a
map, with each numeric grouping indicating a particular place in "cyberspace", which the Internet uses
to send a particular packet of information to its intended recipient.J5] The Internet is best viewed as a
giant collection of mailboxes, whereby each user is assigned (at least) one mailbox designated by an
individual IP address. While a user may be assigned more than one mailbox, no mailbox may be
assigned more than one IP address.[26] Thus, only one, unique numeric IP address can be assigned to
any single individual "place" on the Intemet.271
(11) Generally, human beings have a hard time remembering numeric groupings such as those used on
the Intemet.[281 In order to make the Internet address system user-friendly, the numeric IP address
system has been overlaid with a system of easily remembered mnemonic "domain names". Thus, when
an Internet user enters an easy to remember mnemonic domain name, the computer converts the
mnemonic domain name into the unique numeric address that corresponds to the relevant computer site
and then uses that particular numeric address to seek out the relevant computer site. f291 However, just
like the numeric Internet address system, there can only be one unique mnemonic domain name
corresponding to any one particular numeric IP address. For corporations conducting business in the
realm of cyberspace, having an easily recognizable mnemonic Internet domain name therefore may
mean the difference between success or failure.
The Domain Name System
{12} In order to make the Internet more user friendly, numeric IP addresses have easy-to-remember
corresponding alphanumeric domain names. Every alphanumeric address on the Internet has two parts: a
user-ID and a domain name.[301 The user-ID refers to a particular user connected to the Internet at that
site,[31] while the domain name identifies a specific network on the Interet.L32[ For example, breaking
down the Internet address "billgates@microsoft.com" reveals that the user-rD is "billgates" and the
domain name is "microsoft.com". Thus, this Internet address refers to an individual user who employs
the user-WD "billgates" located on the independent "microsoft" network, which is connected to the
Internet at the "microsoft.com" site.

(13) Domain names themselves consist of two separate parts or levels: a top-level domain name and a
second level domain name.4J33 For example, the domain name "microsoft.com" consists of the top level
domain name ".com" and a second level domain name "microsoft". Top-level domain names try to
identify the type of entity that operates the individual network attached to the Internet at that particular
site.[341 Second level domain names identify what site on the Internet a user is visiting.351 Second
level domain names are limited to twenty-two alphanumeric characters in length.[361 While a domain

name holder can stratify its specific Internet domain name into multiple levels,[371 consumers are
unlikely to know offhand the exact stratification of a company's domain name, which therefore, may
lead to missed communication opportunities.
114) According to Internet experts, "for a business to communicate effectively on the Internet, it is
essential that they have a unique "address" that is easily recognizable to their actual [or potential]
customers."[381 Many Internet domain names contain identical top level domain name segments
because the top-level domain name is merely a generic term used to identify the site operator. Since all
identical site operators must use the same top-level domain name, merely looking at the top-level
domain name would not help consumers distinguish one mnemonic IP address from another. Thus,
top-level domain names provide little assistance to consumers who wish to find a specific corporation's
Internet site.
(15) Since top-level domain names are indistinguishable, the power of using a domain name as a
corporate marketing tool, therefore, lies in the individualized second level domain name. "Using a
familiar or popular word, [or the name of a company or its product], as a domain name...provides a
corporation with a valuable asset, because individuals seeking to access a site have a memorable key
word to use to enter the corporation's virtual storefront."[391 For example, if McDonald's Hamburger
Corporation were to establish a web site on the Internet, the company may use mnemonic addresses such
as "mcdonald's.com", "ronaldmcdonald.com", or "bigmac.com". These names would be likely choices
because consumers easily identify these names with the company, and therefore, would probably think
to use them when searching for the company's Internet site. However, using the mnemonic address
"fluffy.com" would probably not be a good choice for McDonald's Internet domain name address since
there is no obvious connection or association in the minds of consumers between the term "fluffy" and
the McDonald's Hamburger Corporation.
(161 While corporations can use whatever second level mnemonic domain name they wish, the choice
should be carefully researched and thought-out. An effective corporate Internet site depends on whether
or not it is visited by cyber-consumers, which hinges upon whether or not consumers can find the site.
Thus, it is imperative that a company uses a mnemonic address that consumers would associate with the
company when thinking about the company or its products. Therefore, for obvious reasons, most
companies choose to use as a second level domain name either their corporate name, or the name of a
"signature" product.[401
{17) Having a known or easily deducible domain name is very important to companies which use the
Internet as a means of electronic commerce. [411 Internet domain name choice must be conducted with
an understanding that consumers are unlikely to conduct an in-depth search to discover a company's
Internet domain name that does not readily jump into their mind. Further exacerbating this problem is
the issue that consumers are unlikely to know about, or even be able to deduce a randomly generated
mnemonic Internet domain name. Thus, to make corporate communication with Internet users as
effective as possible, corporations frequently register as a second level domain name their corporate
name, or the name of one of the company's popular trademarked products.I421
Registration of Domain Names
(18) Currently there are seven established top-level domain names.[43] The seven top level domain
names are: ".com" which corresponds to for-profit commercial organizations; ".edu" which corresponds
to educational institutions; ".gov" which corresponds to government bodies and departments; ".int"
which corresponds to international organizations (mostly NATO and the UN); ".mil" which corresponds

to military sites; ".net" which corresponds to networking organizations; and ".org" which corresponds to
all other organizations, such as professional societies or other non-profit entities that do not fit in the
previous six top level domain names.J44] However, the Internet Assigned Numbers Authority
("IANA"), which oversees the technical management of the Internet can establish more top-level domain
names as necessary.[451 The NSF established a government department called InterNIC, which was
tasked with the express purpose of keeping track of and registering domain names.J46] InterNIC granted
Network Solutions, Inc. ("NSI"), a private corporation, sole responsibility to develop and operate the
InterNIC Registration Service (the "Registry"), which provides domain name registration and recording
of second level domain names.J471 Thus, NSI is the only entity in the world currently able to assign
domain names to individuals and corporations.J481
(19) Although the Internet is a commercial entity, the various organizations that control the
management of the Internet want to make the "Internet experience" available to everyone, and thus, they
do not charge for people to use the Internet itself.J49] Originally, NSI in keeping with the Internet's free
use structure did not charge entities that sought to register their Internet domain name. However, as the
Internet grew, NSI altered its policy; it currently charges entities that wish to register domain names and
furthermore, requires payment of a "maintenance fee" in order to keep the domain name active.11501
Some observers have noted that NSI is getting rich off the fees it generates from registering domain
names, and that the InterNIC grant to NSI is, in effect, a license to reap windfall profits.[51]
NSI Registration Policy:
f20) NSI's primary purpose is to ensure that every Internet domain name is unique and that the name
chosen has not already been previously registered.[521 Current NSI policy regarding registration of
second level domain names is relatively simple: first-come, first-serve.531 According to NSrs Dispute
Policy, NSI does not "determine the validity of the registrant to use that particular domain name or
otherwise evaluate whether the registration or use of the name may infringe upon the rights of third
parties".[541 NSI merely requires domain name applicants to represent that the name "to the best of
Registrant's knowledge, does not interfere with, or infringe upon the rights of any third party".[551 NSI
does not subject a submitted name to a substantive examination procedure to determine whether the
applicant has a valid right to use that particular name, or whether there is a likelihood of consumer
confusion between the submitted name and a currently registered trademark. The failure of NSI to not
examine the legitimacy of the representation, the policy, in effect, puts all applicants on the honor
system. Thus, under NSI's current registration policy, it may unwittingly grant a request for a domain
name to a registrant even though that registrant is not entitled to use that particular trademarked name.
(211 Although NSI does not conduct examinations of actual or potential trademark infringement by
domain names submitted by registrants, it does provide a procedure by which third parties can challenge
a registrant's use of a specific domain name.156 If a valid trademark holder provides NSI with evidence
that it owns the rights to an already assigned domain name, then the current registrant has 30 days in
which to show that he or she also has valid rights to use the particular domain name in question.J7 If
the current user cannot show proof that it is entitled to use that name, NSI will place the domain name
on hold until the dispute is settled.J581 When it freezes the domain name, NSI also absolves itself of the
dispute, thereby forcing the parties to litigate in court which one of them is entitled to use the particular
name in question.
II. TRADEMARK LAW
(221 Although courts have been dealing with trademark disputes for centuries, it is only within the last

three years that trademark law has been applied to domain names. This recent advance of trademark law
into the realm of cyberspace is probably due to NSI's lax registration policy which has allowed a person
to claim an interest in a particular name by registering it as a domain name, even though the registrant is
not entitled to use that particular trademarked name without permission of the proper trademark owner.
(23) Trademarks, are names and symbols that a company uses to identify a good or service in the
marketplace. [591 Trademarks are the law's recognition of the psychological function of symbols.601
Trademarks can consist of a logo, a company name, a unique packaging style (trade dress), or some
combination thereof.[611 Trademarks serve several useful functions. Not only do they identify the
source of a product, but they also serve a communicative/psychological function, in that they help
indicate the quality of a product or service.[621 Thus, the ultimate purpose of trademark law is
two-fold.[631 First, trademark law prevents consumer confusion as to the source of a particular good or
service by prohibiting a subsequent competing business from using an identical or extremely similar
product name or symbol as the previous competitor.J4] Second, trademark law also protects a mark
owner's investment in the particular mark and the mark's inherent goodwill value.[651 Trademark law
protects this "value" by preventing another entity from misrepresenting their goods or services as that of
the trademark owner's, thereby forestalling a diminution in the value of the mark as an indicator of
trademark owner's product quality. By granting trademark rights in a specific mark, the law hopes to
accomplish two objectives: (1) lowering consumer search costs and making the market more
competitive by indicating the source of the goods; and (2) protecting a company's goodwill by having
the mark serve as an indicator of the product's quality, thereby fostering the maintenance of consistent
quality standards.
(24) A trademark symbol serves as a merchandising short-cut, a frame of reference which the consumer
can use to subjectively judge the quality of an item by informing the consumer of the producer's
identity.J6] This "subjective desirability judgement" that occurs in the consumer's mind during the
purchasing process is known as the mark's "goodwill value". A trademark's goodwill value depends on
the mark's length of use, its advertising, and its consistent product quality.[671 Trademarks that are used
for a long time, that are heavily advertised, and that have consistent, although not exceptional, quality
have tremendous goodwill value. The court, in Scandia Down Corp. v. Euorquilt,Inc,[68] described
how trademarks have inherent value was can be gained or lost:
The value of a trademark is in a sense a "hostage" of consumers; if the seller disappoints the consumer
by placing an inferior product on the market, consumers respond by devaluing the trademark. The fear
of having a trademark devalued in the mind of the consumer is an ample incentive for a producer to
develop and market goods with the inherent quality that the consumer expects and demands.691
(251 Due to the fact that it takes so long to create goodwill in the mind of the consumer, the incentive to
create goodwill would be severely undermined if competitors, merely by using confusingly similar
marks, could freely associate their inferior products with other products that have already developed
significant goodwill value.[701
(26) In 1947, Congress under the auspices of its power to regulate commerce, enacted the Lanham Act
which serves as the backbone of current trademark law.[711 The Lanham Act grants federal protection
for certain types of marks.[721 The Act defines trademark to be, "any word, name, symbol, device, or
any combination thereof' that a manufacturer uses (or intends to use) "to identify and distinguish goods
produced by that party from those goods manufactured or sold by another".1731 The Act defines a
service mark to be, "a name or symbol used to market a service";[741 the Act also defines a trade name
to be "the formal name of a business".475]

(27) The purpose of trademark law is not to establish a right to use a specific word or symbol, but
rather, to permit the original user to exclude other entities from adopting a similar mark.[76] Anyone
may create a right to appropriate ownership in a specific mark, merely by adopting that mark and using
it in commerce.771 Thus, the Lanham Act seeks to create a procedure for granting a prior user
exclusive rights in a specific mark, thereby helping to eliminate consumer confusion, and a depreciation
of the mark's inherent goodwill value.
Registration of a Mark
{28) The Lanham Act provides a that the Patent and Trademark Office ("PTO") create a federal registry
and register those marks that are "used" in commerce.[781 Although the Act creates a body of federal
law and a registry of federal trademarks, individual states also have their own trademark registries and
infringement laws which protect those marks that are used exclusively within the borders of that
particular state.[791 While federal registration will normally prevent subsequent state registration of that
mark by another user, prior state registration will generally not prevent subsequent federal registration
by a separate entity wishing to use that same mark.1[801 Usually large national or multinational
corporations file federal trademarks, while businesses conducting merely local or purely intrastate
operations file at the state level. A mark owner who registers his mark on the Federal Register is entitled
to certain benefits versus those marks that are merely filed on state registers.1 1 The two most
important rights granted to trademark owners who federally register their mark are: (1) the right to have
an infringement case heard in the federal court regardless of the amount of damage claimed or whether
there is diversity of citizenship between the parties; and (2) the right to use the mark nationally without
having to register the mark in every state.
Trademark Infringement
(291 In order to prevail on a trademark infringement claim, the claimant must show that: (1) the mark is
protectable under the Lanham Act; (2) the defendant is using the same or similar mark; and (3) the
defendant's use is likely to cause consumer confusion regarding the origin of the goods.J[82 Although
the first two issues are necessary to a finding of infringement, the central inquiry in any infringement
case is whether there is a substantial likelihood of consumer confusion due to the similarity between the
two marks.[831 It is important to note that the degree of similarity between two marks is not the sole
factor that determines the existence of consumer confusion.J84 In PolaroidCorp. v. Polarad
Electronics Corp., the appellate court concluded that the existence of consumer confusion should be
determined by weighing several factors.[85
(30) While each circuit has developed its own criteria for judging whether or not consumer confusion
exists, the circuits tend to use basically the same factors. In Scott PaperCo. v. Scott's Liquid Gold, the
Third Circuit Court of Appeals announced a ten factor test for determining the possibility of consumer
confusion: (1) the strength of the prior mark; (2) the degree of similarity between the two marks; (3) the
price of the goods and other factors indicative of the care and attention expected of consumers when
making a purchase; (4) the length of time the defendant used the mark without evidence of actual
confusion arising; (5) the intent of the defendant in adopting the mark; (6) evidence of actual confusion;
(7) whether the goods, though not competing, are marketed through the same channels of trade and
advertised through the same media; (8) the extent to which the two companies marketing efforts target
the same consumers; (9) the relationship of the goods in the minds of consumers because of their
similarity of function; and (10) other factors showing that the consuming public might expect future
expansion by the prior mark owner into the defendant's market.[86 Under the test for consumer
confusion, two companies may be able to use identical marks, since after weighing all the factors, their

distinctive product categories maybe so unrelated to one another that there is little chance for consumer
confusion. In such a case, the trademarks of both corporations are viable and useable, even though they
are identical.
Concurrent Ownership and Use of a Mark
(31) Generally, trademark law states that the first entity to adopt and use a mark owns that mark and
thus, that entity can prevent others from using it. But what happens when there is a conflict involving an
initial user of a mark and a subsequent adopter who has no knowledge of the prior use? While trademark
law seeks to protect the mark's indication of origin and its goodwill value, this protection is limited.
Although the Lanham Act permits national use of a federally registered mark, the act does not confer
absolute ownership rights to the entity that registers the mark.[87] Since the mark owner does not get
exclusive ownership rights, it is therefore possible for another entity to use a previously existing mark in
certain circumstances.f881 Adoption and use of identical marks by two separate, independent parties is
known as concurrent ownership.
(32) The legislative history of the Lanham Act indicates an intent to confer a limited right to exclude
others from using an identical mark, but only insofar as that mark is applied to similar classes of goods
and services.[891 Concurrent ownership and registration of similar marks may occur under two
instances: if lawful adoption and use of the mark by the second party began prior to subsequent filing by
the original party; or the Patent & Trademark Office (PTO) determines that consumer confusion is not
likely to occur, because use of the mark is limited to unrelated product categories. [90 In Gray v. Daffy
Dan'sBargaintown,the court stated that the central inquiry for concurrent use of a prior mark is
whether or not there will be a likelihood of consumer confusion due to both entities using the same or
similar marks.[911 The rights of a trademark owner are limited, and the mark owner can only assert such
rights as to prevent the mark's subsequent use on identical goods, goods of the same product category, or
those goods into which the business might naturally extend.[921 Thus, trademark law prohibits a later
adopter from using a mark identical to that of a prior user on competing goods or services within the
same product category, or goods or services that the original owner would naturally be expected to
enter.
(33) Registration of a mark does not confer a total ban on using that mark, since various court decisions
have permitted subsequent entities to take pre-existing [federally registered] names or marks and use
them on a different product in a different market in a manner that does not cause consumer confusion as
to the source of the goods.[931 Furthermore, if a court deems the later use of the mark lawful, the
company may obtain federal trademark registration granting a concurrent right to use this identical mark
in that good's specific product category.794] Such dual registration of a single mark of the Federal
register is known in trademark law as concurrent registration. Concurrent registration is permitted under
the Lanham Act, so long as the use occurs in a completely separate and unrelated line of business and no
likelihood of consumer confusion arises.1951 For example, THRIFTY drug stores, THRIFTY gas
stations, and THRIFTY car rental can all coexist with exactly the same corporate mark because each
company operates in a completely different line of business and there is little, if any, likelihood of
consumer confusion.
(34) Concurrent ownership may also be a factor concerning state and federal trademark registration and
the rights conferred by such registration. Normally, federal registration confers nationwide rights to use
that particular mark. However, if there is a prior use of an identical mark in a specific locale, or there is
prior state registration of an identical mark by another competitor, trademark law allows the local owner
to block the national holder of the mark from asserting rights to that particular mark in that specific

locale.4J6 Thus, an entity that obtains federal registration will be precluded from using that particular
mark in that state where that specific mark was previously registered by another competitor, or
previously used in a local market (assuming the mark was not registered in that state), before the federal
registration occurred.[971 If the local entity uses the mark in the exact same product category as the
federal registrant prior to the federal registrant's use, the restriction on the federal owner's right to
national use of a specific mark occurs without a consumer confusion inquiry made by the PTO.
Trademark Protection Applies to Domain Names
(35} Case law has established that trademark protection does apply to cyberspace in the same manner
and form as in all other media.[981 Domain names can be infringing or infringed upon, diluting or
diluted, just as with any other type of mark. The courts have moved with remarkable speed in trying to
bring order and predictability to the lawlessness of the Internet.
(361 In Playboy Enterprisesv. Frena,the court determined that trademark law did apply to the posting
and distribution over the Internet of nude photographs taken by Frena bearing the Playboy and Playmate
trademark.991 The court found that Frena's unauthorized use of the "bunny" trademark may lead to
consumer confusion, and thus, his actions infringed upon Playboy's registered trademark.[100] The
court thought the consumer may unwittingly think that Playboy was the source of the photographs when
in fact it was not, based on two factors: (1) the service provided was nearly identical to Playboy's (the
display of nude photographs); and (2) the symbol appearing on Frena's nude photographs was identical
to that of Playboy's.[1011
(37) In one of the early domain name arbitration cases, Princeton Review v. Kaplan, Princeton Review
registered with Network Solutions Inc. (NSI), its own domain name "princeton.com", and also the name
"kaplan.com".[1021 Princeton Review partook in the registration ostensibly to annoy its major rival in
the business of preparing students for standardized tests, Stanley Kaplan Educational Services, Inc.[1031
Princeton Review created a corporate web site under its own domain name in order to promote its own
services; under the "kaplan.com" address, Princeton Review created a web site that had phony
comparison charts of the two testing services, which ultimately recommended that people enroll in the
Princeton Review course, not the Kaplan course. An arbitration panel found that Princeton Review had
obtained the domain name in bad faith, with the ultimate objective of confusing consumers and harming
Kaplan's business reputation.[1041 Therefore, the panel ordered Princeton Review to relinquish the
"kaplan.com" site to Kaplan.f 1051
(38) In MTV Networks v. Curry, the defendant, who worked for MTV, registered the domain name
"MTV.com" and developed a music website with the permission of MTV Networks.[ 1061 Upon his
termination, Curry claimed to own the web site and refused to relinquish the domain name to
MTV. 1071 The court reasoned that Internet domain names are similar to mnemonic alphanumeric
telephone numbers, since both make it easier for consumers to locate specific businesses by overlapping
hard to remember numbers with catchy, easy to remember words.[1081 The court concluded that since
trademark protection does apply to mnemonic numeric telephone numbers, it therefore, should also
apply to Internet domain names.[1091 Thus, MTV Networks and its progeny, clearly show that trademark
protection is applicable in the realm of cyberspace.
(39) Although the finding in Kaplan is not a court order, it is apparent from the case that predatory
domain name snatching is an improper business practice, which results in the forfeiture of the illegally
taken domain name. Registering a name in order to prevent a rival from legitimately using their
corporate identity on the Internet is not a legitimate interest in, or purpose for, claiming that particular

name. Thus, in order to register and keep a domain name, a corporation must show that it has a
legitimate interest in that name.

(40) Although NSI operates on the first-come, first-served, principal, case law suggests that while NSI
currently does not verify the sufficiency of the applicant's claim to rights in the mark, the courts will
conduct such a search. Case law shows that the courts require a domain name applicant or domain name
owner if a domain name has already been issued by NSI, to demonstrate that it has a legitimate right to
use that particular mark in order to keep that using that mark as an Internet domain name. Furthermore,
court decisions clearly demonstrate that if the registrant does not have a legitimate purpose or interest in
the disputed mark, then the registrant will be forced to relinquish the rights to that particular domain
name, even though it registered the domain name before any other entity.[I 101
Trademark Dilution
{411 A recent amendment to the Lanham Act may have huge implications for the efficacy of trademarks
used as domain names on the Internet.[l 1] The Federal Trademark Dilution Act of 1995, provides that
owners of famous marks are able to enjoin another's commercial use of that mark even if the mark is
used in a non-competing market and there is no chance of consumer confusion, if such use first begins
after the mark has already become famous and causes dilution of the distinctive quality of the
mark.[ 1121 The statute states that a finding of dilution does not need to be predicated upon a finding of
consumer confusion.J 1131 Thus, in certain instances, the amendment does not require the court to make
a finding of consumer confusion in order to prohibit use of the particular mark in question.[1141
{42) The Federal Dilution Act of 1995 provides that "the owner of a famous mark shall be entitled...to
an injunction against another person's commercial use in commerce of a mark or trade name if such use
begins after the mark has become famous and causes dilution of the distinctive quality of the
mark...."[ 1151 The act defines dilution[1161 and excludes certain conduct from its coverage.[ 1171
Dilution is "the lessening of the capacity of a famous mark to identify and distinguish goods or services"
regardless of whether the owner of the mark and the other party are in competition with each other, or if
there is an likelihood of confusion.j 1181 The Act also sets forth various factors for determining whether
a mark is "famous" including: (1) the degree of distinctiveness; (2) the duration and extent of use of the
mark for particular goods or services; (3) the duration and extent of advertising and publicity; (4) the
geographical extent of use of the mark; (5) the channels of trade in which the mark is used; (6) the
degree of recognition of the mark in trading areas used by the person against whom the injunction is
sought; (7) the nature and extent of use of the same or similar marks by other parties; and (8) whether
the mark was registered.[1191
143) While the Dilution Act seems to undermine the notion of concurrent use, concurrent use is still an
option, although limited to certain circumstances. Concurrent use is still a viable option because the
definition of dilution clearly states that before dilution can occur, the mark in question must be famous.
Simply using a mark in commerce does not make a mark famous. Rather, extensive use or notoriety is
required for a mark to be considered "famous" for purposes of dilution. Therefore, unless a court finds
that a particular mark is extensively used or has obtained wide-spread notoriety, before a concurrent
user begins to use that particular mark in commerce, dilution has not occurred and the concurrent use is
permissible. Thus, the Act only affects concurrent use to the extent that a mark is famous prior to its
initial adoption and use in commerce by second party.
(44) In PanavisionInternationalv. Toppen, the court found that the defendant had registered the
trademarked names of the plaintiff in violation of the Federal Trademark Dilution Act of 1995.[1201

Toppen submitted to NSI the domain name "panavision.com" and "panaflex.com", which NSI registered
in Toppen's name.J1211 Using the domain name "panavision.com" as an Internet address, Toppen
created a web site that featured aerial views of Pana, Illinois;[1221 using the domain name
"panaflex.com" Toppen created a web site that merely stated "HELLO".[1231 The court noted the
current NSI policy in effect when Toppen applied for domain name registration and found that he never
used the web sites in connection with any goods or services.[ 1241
(45) The court determined that the marks were famous, and therefore, entitled to protection under the

act.j 1251 Furthermore, the court stated that Toppen's registration of the marks as domain names
constituted a commercial use of the mark which allowed the action to fall under the auspices of the
Dilution Act.[1261 The court reasoned that Toppen's "business" was to register trademarks as domain
names and then try to resell those domain names to the proper owners of the trademark, and that such
trading, was in fact, commercial use of the name and therefore, Toppen's actions placed the name in
commerce.[1271
(461 The court also determined that the Congressional intent behind the Dilution Act was to prevent the
tarnishing a famous trademark, or the blurring its distinctiveness.[ 1281 The court found that Toppen's
conduct "prevented the mark's proper owner from using the mark in a new and important business
medium," thereby diluting its value.J1291 Thus, Panavisionmakes clear that "domain name poaching,"
which involves registering trademarks that one does not own in hopes of selling the name to the mark's
proper owner at a later time, is prohibited under the Dilution Act.

(47) However, while domain name poaching is prohibited, the courts have yet to answer the difficult
question of who should prevail if two companies with concurrent federal trademark registrations seek to
register their identical trademarks as domain names.[1301 The underlying purpose of the Dilution Act is
to prevent the diminution in value of a particular mark whether the loss in value is due to tarnishment,
blurring, disparagement, or diminishment. [1311 It is possible to argue that due to the "single use"
structure of mnemonic domain names on the Internet, a mark's value may be diminished. Given the
"single-use" structure of the Internet, a later registrant can not use its concurrently owned mark as a
communications device on the Internet, under NSI's current first-come, first-served policy. This
first-come, first-serve policy seems to dilute the inherent value of a concurrent mark to a later registrant
vis-a-vis the owner of a concurrently owned mark who is permitted to use the mark on the Internet. Such
structurally imposed nonuse tarnishes the selling power and goodwill associated with that mark within
the Internet medium. Thus, one could argue that NSrs first-come, first served policy inherently whittles
away the value of a particular name for concurrent mark owners, in effect, causing a form of reverse
dilution.[1321
III. ANALYSIS OF THE INHERENT CONFLICT
(48) While trademark law allows multiple parties to use the same mark so long as those entities are
using the mark in non-competing and unrelated areas of the marketplace,[1331 the current design and
structure of the Internet only allows one entity to use a specific mark as a domain name address. This
discrepancy has the potential to deter others from using a concurrently owned mark as a location beacon
on the Internet. Thus, the single use structure of the Internet undermines the Lanham Act's limited grant
of exclusive rights in a mark. Due to the global structure of the Internet, companies which could
previously legally coexist using the same identical trademark in different markets have suddenly
discovered that they are unable to use their trademarks as domain names if someone else has beaten
them to the punch. The current Internet structure gives the first person to register the mark as a domain
name exclusive rights to use that particular mark as a location beacon on the Internet. That is not the

same as the limited grant notion which prevent others from unauthorized use of a mark intended by
trademark law. The inherent conflict between trademark law's concurrent use and the Internet's single
use structure has raised serious problems for companies trying to market their wares on the Internet
using multiple-ownership trademarks as Internet domain names.
{49) On the Internet, the first entity to adopt and use a mark as a particular mnemonic domain name is
the only entity that has ownership rights to that specific mark, regardless of what trademark law says.
Unfortunately, the theory of concurrent use effectively permits multiple ownership of a single mark.
Thus, concurrent ownership of a single trademark creates an insurmountable hurdle as it pertains to
Internet domain names. The current structure of the Internet does not permit multiple uses of a specific
mark, while current trademark law allows multiple uses. Therein lies the dilemma. To solve this
problem, either the courts will have to create an exception to the notion of the concurrent ownership of a
mark with the exception narrowly applying only to marks used as domain names on the Internet, or the
structure of the Internet itself will have to change.
The Conflict Between NSI's Dispute Policy and Trademark Law
{50) NSI recognizes that predatory domain name snatching occurs, and thus, has established a dispute
procedure to determine the validity of a registrant's right to use a particular domain name. [134]
However, NSI's dispute procedure is woefully inadequate to protect the validity and ownership of many
types of trademarks. NSI's refusal to verify that an applicant does in fact own the mark they seek to
register as a domain name before NSI actually issues that particular domain name, causes unnecessary
delay and increases the cost of doing business on the Intemet.[135] Legitimate trademark owners who
wish to reclaim their domain name from a cyber-squatter must either: (1) buy the name from the
cyber-squatter (which may be costly); or (2) go to court and have the court order the cyber-squatter to
relinquish its rights in that particular name (which can be costly and time-consuming). Unfortunately,
NSI's current policy of not verifying mark ownership inherently increases, the opportunity for
cyber-squatting and domain name poaching.
(51) The second major problem with NSrs dispute policy is that the policy refuses to recognize
trademarks that are not recorded on the Principal Register of the United States.[1361 Thus, trademarks
that are state-issued, granted under common law, or registered in another country are not recognized as
valid trademarks in the eyes of NSI, even though courts of law recognize that the owners of these types
of marks have legitimate rights in such marks. The policy casts doubt on local legitimacy of a mark,
because NSI necessarily requires federal registration of a mark in order to use that mark as a domain
name. The failure of NSI to recognize non-federally registered marks makes many of these marks
useless as location beacons on the Internet. Under NSI's current domain name dispute policy, the owner
of a local or state-registered mark would not even have standing to challenge a cyber-squatter who
illegitimately registered that particular mark with NSI. Thus, the current policy shows a clear disregard
of both trademark law and the goodwill value that purely local marks may obtain in a particular market.
(52) Furthermore, NSI's policy does not even consider the possibility that there could be two identical
federally registered domain names. Although the first-come, first-served policy is easy to administer,
NSI's policy necessarily usurps and undermines federal trademark policy. Denying a trademark domain
name because another entity was first to legitimately register with NSI, destroys the concurrent
ownership exception that is a bedrock principal of federal trademark law. NSrs denial of a concurrent
trademark owner's request to use its trademark as a location beacon on the crowded Internet inherently
lessens and dilutes the commercial value of that mark.

153) NSrs policy may dilute the value of a mark in that it lessens the goodwill value of the mark not just
as an indicator of quality, but also, the policy diminishes the value of the mark's ability to serve as an
indication device. Since consumers only entertain a limited number of choices in their buying decision,
(those marks that are easily recalled in the consumer's mind) the mark may lose some of its "purchase
decision" value if the mark can not be used by the consumer to locate the product or producer on the
Internet. If due to prior legitimate registration by another party, a producer can not use its concurrently
owned mark as a location beacon with which to communicate with consumers, the market value of that
particular mark as it pertains to that particular producer may diminish. During the all-important buying
decision process, a consumer may not know that a product which uses a concurrent mark is a possible
choice among others in that particularproduct category, due to the inability of the mark owner to use
the mark as a domain name, and thus, the producer may lose the opportunity to register a potential sale.
On the whole, this lost opportunity affects total sales of the product, thereby decreasing the market value
of the mark itself, since the market value or strength of the mark is based to some degree on the amount
of total product sales.
IV. RECOMMENDATIONS TO FIX THE PROBLEM
(54) There are many changes that NSI could implement to make domain name registration easier for the

proper owner of the mark while still protecting the value of every mark holder, not just those fortunate
enough to have their mark recorded on the federal register. Unfortunately, NSI's current policy of not
verifying mark ownership inherently increases, the opportunity for cyber-squatting and domain name
poaching. It would stand to reason therefore, that the responsible approach would be for NSI to require
proof of domain name ownership before it grants any domain name, not after the damage has already
been done.
(55) First, NSI should alter its domain name registration policy and require domain name applicants to

submit proof that they, in fact, do have rights to use that particular name prior to actually going through
the process of registering the name with NSI. Proof of ownership would require the applicants to submit
evidence of either prior use of the mark in commerce or some form of prior registration for the mark.
NSI refuses to require domain name ownership proof prior to issuance, because it wishes to stay out of
the sticky situation of having to determine trademark rights. However, requiring pre-registration proof of
ownership would eliminate a majority of the current "sticky" domain name disputes by taking away the
ability of most cyber-squatters to poach a particular domain name merely to sell it to the proper owner
of the mark later on.
(56) Second, NSI should require that all domain name applicants submit to having an NSI staff member
make determinations pertaining to proper use and ownership of particular marks. NSI justifies its current
policy by arguing that it does not have the expertise to determine trademark proof issues, and that
making such determinations would necessarily expose the company to potential tort liability due to
erroneous trademark determinations.[ 1371 But, by hiring staffers who are knowledgeable in trademark
law, NSI would quickly gain the necessary knowledge to make proper trademark ownership decisions.
Furthermore, it is unlikely that such liability would result since NSI is not a court of law, and therefore,
its decisions would not be binding on a court of law, nor would the decision have any determinative
weight whatsoever outside the domain name arena.
(57) While NSI is not a expert in trademark ownership issues, it could require, as part of its registration
application, that the registrant agree to binding arbitration and sign a hold harmless clause for erroneous
trademark determinations if the registrant later chooses to dispute any aspect of NSI's determination of
mark ownership. A person who has expertise in the area of trademark ownership would run the

arbitration hearing, and thus, they would be able to weigh the evidence and determine who is the proper
owner of the mark. This binding arbitration would alleviate NSI's fear of being engulfed in litigation
disputing its findings as to ownership of a specific mark, as well as allowing a competent fact-finder to
determine the truly "close" calls. The liability waiver would serve to help alleviate NSI's fears of large
expensive tort claims due to erroneous mark ownership decisions made by non-expert NSI staffers.
(581 Third, NSI must alter its policy of only recognizing federally registered trademarks. While this
policy is designed for ease of administration in settling disputes, it invariably lowers the value of
trademarks granted under common law or those merely listed on state rolls. By not recognizing state
issued marks, NSI undermines the value of the Internet to competitors who wish to communicate more
effectively or efficiently with customers in their state. Furthermore, the policy undermines the value of
the Internet as a global communications medium through which a local competitor can compete for
business against large global enterprises.
(59) In order to prevent the whittling away or tarnishing of value of trademarks that have multiple legal
concurrent users, NSI should develop a cover page system for those concurrent marks that are actually
used as domain names. In situations where there are multiple concurrent users of a particular mark that
wish to use that mark as a domain name, a cover page system should be employed. A consumer, upon
entering that mark as an Internet address, would be sent to a cover page listing and describing all the
entities (both for-profit and non-profit) that use that particular mark. This cover page could even be
expanded to include on it various non-commercial groups that wish to use the particular mark as an
Internet domain name denoting a site devoted to discussion about particular subject matter. This cover
page idea is a radical change from the current Internet system which only allows one entity to use a
particular domain name. In effect, the cover page would put ownership of the domain name
corresponding to a particular concurrently owned mark in the hands of the public, since every concurrent
owner of the mark would be entitled to be listed on the page. The cover page would contain a list of the
names for every entity that uses the mark, along with a description of services each entity provides or
products they offer.[ 1381 The consumer could then click on the name of the company or
non-commercial entity they wished to visit based on the product/service description listed on the cover
page. Choosing a particular company from the cover page would activate that company's numerical
address on the Internet address system, and thus, the user would be sent to where that particular
company is located on the Internet.
160) Since consumers have difficulty remembering the numeric address of a particular company, such a
cover page system would preserve the goodwill a concurrent user has built into its particular mark and at
the same time, preserve the current structure of the Internet as a medium for global communications.
Because the Internet's current design structure only allows a single entity to use a particular domain
name, a cover page listing all authorized concurrent users would prevent dilution of the mark, and it
would also allow multiple entities to continue to use their particular marks' as locator beacons in
cyberspace without interfering or diminishing the rights of others to use that same mark.
V. CONCLUSION
(61) Domain names, like trademarks, are valuable pieces of property that should be protected.
Permitting the NSI to enforce an easily managed system which inherently destroys the value of one's
property simply because a particular company was the second entity to register the particular mark, or
because the company did not have federal registration, is a completely inequitable result. The Internet is
a global communications medium that seeks to allow everyone equal access to the consumer and also,
equal opportunity to succeed. However, the current NSI policy stacks the deck in favor of the early riser,

thereby destroying the rights of several other entities that also have valid claims to use that same
particular mark as an address on the Internet. The author feels that NSI should alter its application
procedure so that federal mark holders are not favored over everyone else, and thus, every mark owner
is able to realize the value of his or her mark to serve as a location beacon on the Internet. Furthermore,
NSI should develop a cover page system that would accommodate the needs of multiple, authorized
concurrent trademark owners that are currently prevented from using their particular mark as an Internet
domain name. The cover page system would preserve the current design structure of the Internet, and
also allow every company to use its recognizable name as an Internet address without destroying the
particular mark's market value, thereby preventing dilution and still allowing the consumer to identify
which company they wish to visit in cyberspace.

ENDNOTES
M* This note is posthumously dedicated to my grandmother Ruth Tanner. She was kind, caring,
considerate, and a rock of stability throughout her life ...may I some day grow up to possess those
qualities. "All work and no play makes Jack a dull boy, but if you work hard early in life you get to play
hard later; play early, then you work hard later-- which would you rather choose?".

[L1 G. Burgess Allison, The Lawyers Guide to the Internet, 19 (1995).
2] See, e.g., Jonathan Butler, Net-Surfing Upstream, Worth, Feb 1996, at 112 (estimating the current
number of Internet users grew to 38 million worldwide in 1994 and is expected to reach 200 million by
the end of 1999); Michael Neubarth, From the Editor,Internet World, Jan. 1996, at 8 (citing a
CommerceNet study).
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[7] Dan L. Burk, TrademarksAlong the Jnfobahn: A FirstLook at the Emerging Law of Cybermarks, 1
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[671 Seigrun D. Kane, Trademark Law: A Practitioner'sGuide 10 (1991).
[681 Scandia Down Corp. v. Euorquilt,Inc., 772 F.2d 1423 (7th Cir. 1985), cert. denied, 475 U.S. 1147
(1986).
169] Id., at 1429-30.
[701 Chisum, at 5:8.
[711 The Trademark Act of 1946, 15 U.S.C § 1051-1127 (1994), is commonly referred to as the Lanham
Act.
[721 The Lanham Act is codified in Title 15 of the United States Code. In trademark cases the Lanham
Act is usually cited by section number in the Act itself not the section number in Title 15. Id.
731 15 U.S.C. 1127 (1994).
[741 Id.

[751 Id.
[761 15 USC 1125(a); Section 43(a) provides: "Any person who, on or in connection with any goods or
services.. .uses in commerce any word, name, or symbol...which--(A) is likely to cause confusion, or to
mistake, or deceive as to the affiliation or association of such person with another person, or as to
origin, sponsorship, or approval of his or her goods or services by another person, or (B) in commercial
advertising or promotion, misrepresents the nature, characteristics, qualities or geographic origin of his
or her or another person's good or commercial activities, shall be liable in civil action to any person who
believes that they have been damaged by such act."

[7 Chisum, at 5:114-118. Common law, not federal law, determines whether or not property rights
arise is a specific mark. Under common law ownership rights in a mark do not occur until an entity both
adopts the mark and uses that mark to distinguish its goods from the goods of others. The use does not
need to be significant, even a token one time use will suffice to confer ownership rights so long as there
is a continuing intent to engage in commercial use of the mark.
[781 Lanham Act §12 - 12(a), 15 U.S.C. § 1062 - § 1062(a)
[791 Kane, at 81.
[801 This is known as concurrent use and is discussed infra pg. 15-17.
[811 Kane, at 80. Registration on the Principal Register confers the following benefits: 1) Prima facie
evidence of the validity of the registration, the registrant's ownership of the mark, and the exclusive

right to use the mark in commerce; 2) Prima facie evidence of continued use since the filing date o the
application; 3) Incontestability after five years of continuous use--thus the mark becomes immune to
attack based on prior use if it is on the register five years; 4) Constructive notice of the registrant's claim
of mark ownership; 5) Nationwide rights to use the mark (however this right is qualified under certain
instances); 6) the right to bring suit in federal court regardless of diversity; 7) Certain statutory remedies
such as treble damages; 8) the ability to prevent the importation of goods bearing infringing trademarks
by presenting customs with proof of the registration.
[821 DeCosta, at 605. For purposes of this article it is assumed that all domain names currently used on
the Internet are protectable under the Lanham Act.
[831 Chisum, at 5-280. (citing Mushroom Makers, Inc. v. R.G. Barry Corp., 580 F.2d 44, 199 U.S.P.Q.
65 (2d Cir. 1978) (Friendly,J.)) "In an action for trademark infringement or unfair competition, the
crucial issue is whether there is any likelihood that an appreciable number of ordinarily prudent
purchasers (consumers) will be misled, or simply confused, as to the source of the goods in question..."
[alterations in original].

[841 Chisum, at 5-290 n.50. (citing James Burrough Ltd. v. Sign of the Beefeater, Inc., 540 F.2d 266,
275; 192 U.S.P.Q. 555, 562 (7th Cir 1976) ("the issue is not whether the public would confuse the
marks, but whether the viewer of an [allegedly infringing] mark would be likely to associate the product
or service with which it is connected with the source of products or services with which an earlier mark
is connected.").
[851 PolaroidCorp. v. PolaradElectronics Corp., 287 F.2d 492, 495; 128 U.S.P.Q. 411,413 (2d Cir.
1961) cert. denied, 368 US 820 (1961)."Where the products are different, the prior owner's chance of
success is a function of many variables."
[861 Scott Paper Co. v. Scott's Liquid Gold, 589 F.2d 1225, 1229; 220 U.S.P.Q. 421,425 (3d Cir.
1976),
[871 Lanham Act §2(d), 15 U.S.C. 1052(d).

[881 Id.
[891 Id; See also, Chisum at 5:198. The Act authorizes registrations of the same or similar marks when
two or more people become entitled to use such marks as a result of their concurrent lawful use in
commerce.
[901 Kane at 325. The basic condition for concurrent use registration is that the mark is used in remote
and different territories so as not to be likely to cause confusion.
[911 Gray v. Daffy Dan's Bargaintown,823 F.2d 522, 526, 3 U.S.P.Q.2d 1306, 1308 (Fed Cir. 1987).
The touchstone however, is the requirement that there be no likelihood of confusion, mistake, or
deception in the market place as to the source of the goods resulting from the continued concurrent use
of the mark. Only by satisfying this standard can the PTO be assured that the rights of the parties and the
public are protected.
[921 Enforcing trademark rights by preventing the use of a mark on differing goods, goods that are in
similar markets, and on goods to which the prior trademark owner's business might naturally expand is
often referred to as the "Aunt Jemima Doctrine." The rule dates from the 1917 case Aunt Jemima Mills

Co. v. Rigney & Co., 247 F. 407 (2d Cir. 1917), cert. Denied, 245 U.S. 672 (1918). In Aunt Jemima, the
plaintiff was granted the mark in 1906 for pancake mix, while in 1908 the defendant was granted the
right to use the exact same mark for pancake syrup. The court rejected the previous rule limiting
enforcement to only competitive goods and implemented a policy that would protect marks on any
goods which consumers would likely view to be an extension of the mark owner's trade. The court
stated: "we think that goods, though different, may be so related as to fall within the mischief which
equity should prevent. Syrup and flour are both food products, and food products commonly used
together. Obviously the public, or a large part of it, seeing this trade-mark on a syrup, would conclude
that is was made by the plaintiff. Perhaps they might not do so, if it were used for flatirons. In this way
the plaintiff's reputation is put in the hands of the defendants. It will enable them to get the benefit of
the 1laintiff's reputation and advertisement [without paying for it]." Id., at 409-410.
[93] DeCosta v. Viacom Int'l Inc. 981 F.2d 602, 609 (1st Cir. 1992).
[941 Chisum, at 5-198 n. 116. Lanham Act §l(a)1, 15 U.S.C. §1051(a)(l) provides "that in the case of
every application claiming concurrent use the applicant must state exceptions to his claim of exclusive
use, in which he shall specify to the extent of his knowledge and concurrent use by others, the goods on
or in connection with which and the areas in which each concurrent use exists, the periods of each use,
and the goods and [market] areas for which the applicant desires registration."
195] Concurrent use in a completely different category always will depend upon strength of the original
mark. For example Coca-Cola while initially used to indicate a consumer beverage has recently been
placed on clothes, sun glasses, bags, shoes, etc. Because the mark is so strong, the PTO would be very
hesitant to allow a competitor to use the mark on a product unrelated to beverages or clothing such as
electronics due to the inherent strength of the mark in the eyes of the consumer.
[961 See, e.g., Hanover Star Milling Co v. Metcalf,240 U.S. 403 (1916) and United Drug Co. v.
Rectanus Co., 248 U.S. 90 (1918). In these two cases the Supreme Court established that trademark
rights only extend as far as the first user had extended his trade under the mark, and that a good faith
second user could acquire rights to the mark in a remote market areas.
[971 Hanover, at 413-416. "Into whatever markets the use of a trade-mark has extended, or its meaning
has become known, there will the manufacturer or trader whose trade is pirated by an infringing use be
entitled to protection and redress. But this is not to say that the proprietor of a trademark, good in the
markets where it has been employed, can monopolize markets that his trade has never reached, and
where the mark signifies not his good but those of another."
[981 See e.g., Hasbro, Inc. v. Internet EntertainmentGroup, Ltd., No. C96-13OWD 1996 U.S. Dist.
LEXIS 11626, (W.D. Wash. Feb 9, 1996) (order granting preliminary injunction for dilution and
infringement of the "Candyland" trademark)
[991 Playboy Enterprisesv. Frena, 839 F.Supp. 1552, 1555 (M.D. Fla. 1993).
[1001 Id. at 1561.
[1011 Id.
[1021 Robert Raskopf, Trademarks and the Internet, Practicing Law Institute, 416 PL/PAT 1047 (Sept.
1995) (citing In re No. 13-199-00145 94, Private Arbitration Between Stanley H. Kaplan Educational
Center, Ltd. v. The Princeton Review Management Corp.).

f1031 Id.
[1041 Chris Gulker, Firm Must Alter Name on Internet, S.F. Examiner, Oct. 6, 1994, at El. Princeton
Review's CEO admitted during testimony that his company registered the "kaplan.com" name solely to
mock and annoy its main competitor.
[1051 Raskopf, at 1047.
[1061 MTVNetworks v. Curry, 867 F.Supp. 202, 204 (S.D.N.Y. 1994).

[107] Id.
[1081 Id at 203, n. 2.
[1091 Id. at 205.
[1101 See e.g., MTV Networks v. Curry, PrincetonReview v. Kaplan, and Playboy Enterprisesv. Frena.
[1111 Lanham Act §43(c), 15 U.S.C. §1125(c).
[1121 Lanham Act §43(c)(3), 15 U.S.C. §1 125(c)(3). The Act provides protection against trademark
dilt a for those marks that are found to be "famous" marks (based on certain factors) even before the
alleged dilution began.
[1131 For a detailed discussion of consumer confusion, see supra pg. 13-17.
[1141 Lanham Act §45, 15 U.S.C. §1127. "The term dilution means the lessening of the capacity of a
famous mark to identify and distinguish goods or services, regardless of the presence or absence of: (1)
competition between the owner of the mark and other parties, or (2) likelihood of confusion, mistake, or
deception." Id.
[115! Id. at 1302. (citing 15 U.S.C. s 1125(c)(1).) The court noted that the basic policy of the Dilution
Act was to prevent deception of the public. Id.
[116115 U.S.C. § 1127. This definition is an addition to the Definitions section of the Lanham Act §47.
Dilution is defined as "the lessening of the capacity of a famous mark to identify and distinguish goods
or services" regardless of whether the owner and other party are in competition with each other or there
is any likelihood of confusion, mistake, or deception. If the infringing user of the mark willfully
intended to trade on the owner's reputation or to cause dilution of the famous mark," the owner of the
mark is entitled to additional remedies including lost profits, costs, attorneys fees, and treble damages.
15 U.S.C. §1125.
[1171 15 U.S.C. §1 125(c)(4). The act excludes certain conduct. The owner of a mark may not sue under
the Dilution Act for 1) "'Fair use' of a famous mark by another person in comparative commercial
advertising or promotion to identify competing goods or services of the owner of the famous mark"; 2)
"noncommercial use of a mark"-the noncommercial exception is designed to prevent the courts from
enjoining constitutionally-protected speech and thus, it "would not prohibit noncommercial expression
such as parody, satire, editorial and other forms of expression that are not part of a commercial
transaction"; and 3) "all forms of news reporting and news commentary"
[1181 Lanham Act §47, 15 U.S.C. §1127

[1191 Lanham Act §43(c), 15 U.S.C. §1125(c).
[1201 PanavisionInternational,L.P. v. Dennis Toppen and Network Solutions, Inc., 945 F.Supp. 1296,
1298 (C.D. Cal. 1996).
[12 1 Id. at 1300. At the time of the litigation, the evidence showed that Toppen was a named defendant
in two other similar trademark dilution actions and that he also owned the rights to at least 13 other
"famous" domain names including "aircanada.com", "arriflex.com", "australiaopen.com",
"anaheimstadium.com", "camdenyards.com", "delatairlines.com", "eddiebauer.com", "flydelta.com",
"frechopen.com", "lufthansa.com", "neiman-marcus.com", "northwestairlines.com", and
"yankeestaidu.com". Id.

[1221 Id.
[1231 Id.
[1241 Id. at 1299. The court noted that the NSI policy at the time Toppen applied to register that
particular domain name. The NSI policy then in effect required all applicants to make certain
representations and warranties about the name they were attempting to register including: 1) that the
applicant's statements in the application are true and the applicant has the right to use the requested
domain name; 2) that the use of the domain name does not interfere with the rights of a third party with
respects to trademark, trade name, service mark, or any other intellectual property right; and 3) that the
applicant is not seeking the name for any unlawful purpose ... or for the purpose of misleading or
confusing a person.
[1251 Id. (citing 15 U.S.C. s 1125(c)(1).) The statute sets forth eight non-exclusive factors that a court
"may consider" when determining whether the mark is a famous mark. These factors are: 1) "the degree
of inherent or acquired distinctiveness of the mark;" 2) "the duration and extent of use of the mark in
connection with the goods or services with which the mark is used;" 3) "the duration and extent of
advertising and publicity of the mark;" 4) "the geographical extent of the trading area in which the mark
is used;" 5) "the channels of trade for the goods or services with which the mark is used;" 6) "the degree
of recognition of the mark in the trading areas and channels of trade used by the marks' owner and the
person against whom the injunction is sought;" 7) "the nature and extent of use of the same or similar
marks by third parties;" and 8) "whether the mark was registered under the Act of March 3, 1881, or the
Act of February 20, 1905, or on the principal register." The court weighed the 8 factors established by
the Dilution Act and determined the marks registered by Toppen minus the .com part were famous. Id.
[1261 Id. at 1303. The court determined that Toppen's "business" was premised on the desire of the
companies to use their trademarks as domain names and the calculation that it would be cheaper to pay
for the name rather than endure extensive litigation.

[1271 Id.
[1281 Id. at 1304. While "[t]he precise scope of conduct included within the definition of 'dilution'...
has yet not been established, [t]raditionally state dilution statutes have been concerned with conduct that
dilutes a trademark either by tarnishing the mark or blurring its distinctiveness." (alterations in original).
[1291 Id., at 1303-4. "The term dilution is defined in 15 U.S.C. § 1127 as "the lessening of the capacity
of a famous mark to identify and distinguish goods or services, regardless of the presence or absence of:
1) competition between the owner of the famous mark and other parties, or 2) likelihood of confusion,

mistake, or deception."
[1301 So far, cases in the domain name field have dealt with trademark dilution or infringement, but not
concurrent use.
[1311 Jerome Gilson, Trademark DilutionNow a Federal Wrong: Analysis of the Federal Trademark
Dilution Act of 1995, 10 (1996).
[1321 The discussion of this note has been focused solely upon federally registered marks, without
considering the impact state-granted trademarks would cause to the Internet. Since states are allowed to
register their own marks it is conceivable that a state issued mark holder would be the first to register the
mark before the owner of an identical federal trademark does so. Under current NSI policy, this would
give the state issued mark owner worldwide preemptive rights vis-A-vis the federal owner, thereby
undermining the federal policy of granting national rights to federally registered mark owners to use
their marks in all areas of the country except where prior concurrent use of the mark already exists.
[1331 For example, the court allowed concurrent use of an identical mark in Alfred Dunhill of London,
Inc., v. Dunhill Tailored Clothes, Inc., 293 F.2d 685, 687 (2d Cir. 1961). At issue was the use of the
identical "Dunhill" mark between a tobacco-goods company and a producer of men's suits and coats.
The Court narrowed the issue to this one question: "can applicant own 'DUNHILL TAILORS' as a
trademark for men's suits and overcoats while opposer owns 'DUNHILL,' alone and in various other
combinations, for other goods? We see no reason why not." Id. at 692.
[134See generally, NSI Domain Name Dispute Policy, at Sec. 5-6
[1351 Those trademark holders who wish to reclaim their cherry-picked domain name from
cyber-squatters must either purchase the name back from the cyber-squatter or go to court and have the
court terminate 0 the cyber-squatter's rights in the name. Either action dramatically increases the cost of
obtaining a domain name.
[1361 NSI Domain Name Dispute Policy, at Sec. 5.
[1371 Cohen, at 44-48.
[1381 It is important to note that for an entity to be listed on the cover page, it would have to contact NSI
and inform them that it is either a commercial entity that is legally entitled to use that particular mark, or
that it is a non-commercial group that has chosen to use that mark as a location beacon.
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APPENDIX:
NETWORK SOLUTIONS' DOMAIN NAME DISPUTE POLICY
(Revision 02, Effective September 9, 1996)
<http://rs.internic.net/domain-info/intemic-domain-6.html>.
INTRODUCTION
Network Solutions, Inc. ("Network Solutions") is responsible for the registration of second- level
Internet domain names in the top level COM, ORG, GOV, EDU, and NET domains. Network Solutions
registers these second-level domain names on a "first come, first served" basis. By registering a domain

name, Network Solutions does not determine the legality of the domain name registration, or otherwise
evaluate whether that registration or use may infringe upon the rights of a third party.
The applicant ("Registrant") is responsible for the selection of its own domain name ("Domain Name").
The Registrant, by completing and submitting its application, represents that the statements in its
application are true and that the registration of the selected Domain Name, to the best of the Registrant's
knowledge, does not interfere with or infringe upon the rights of any third party. The Registrant also
represents that the Domain Name is not being registered for any unlawful purpose.
Network Solutions does not act as arbiter of disputes between Registrants and third party complainants
arising out of the registration or use of a domain name. This Domain Name Dispute Policy ("Policy")
does not confer any rights, procedural or substantive, upon third party complainants. Likewise,
complainants are not obligated to use this Policy.
The following prescribes the procedural guidelines Network Solutions may employ when faced with
conflicting claims regarding the rights to register an Internet domain name. This Policy does not limit
the administrative or legal procedures Network Solutions may use when conflicts arise.
GUIDELINES
1. Modifications: Registrant acknowledges and agrees that these guidelines may change from time to
time and that, upon thirty (30) days posting on the Internet at
ftp://rs.internic.netlpolicy/intemic.domain.policy, Network Solutions may modify or amend this Policy,
and that such changes are binding upon Registrant.
2. Connectivity: At the time of the initial submission to Network Solutions of the Domain Name
request, the Registrant is required to have operational name service from at least two operational domain
name servers for that Domain Name. Each domain name server must be fully connected to the Internet
and capable of receiving queries under that Domain Name and responding thereto. Failure to maintain
two active domain name servers may result in the revocation of the Domain Name registration.
3. Indemnity: Registrant hereby agrees to defend, indemnify and hold harmless (i) Network Solutions,
its officers, directors, employees and agents, (ii) the National Science Foundation ("NSF"), its officers,
directors, employees and agents, (iii) the Internet Assigned Numbers Authority ("LANA"), its officers,
directors, employees and agents, (iv) the Internet Activities Board ("lAB"), its officers, directors,
employees and agents, and (v) the Internet Society ("ISOC"), its officers, directors, employees, and
agents (collectively, the "Indemnified Parties"), for any loss or damages awarded by a court of
competent jurisdiction resulting from any claim, action, or demand arising out of or related to the
registration or use of the Domain Name. Such claims shall include, without limitation, those based upon
intellectual property trademark or service mark infringement, tradename infringement, dilution, tortious
interference with contract or prospective business advantage, unfair competition, defamation or injury to
business reputation. Each Indemnified Party shall send written notice to the Registrant of any such
claim, action, or demand against that party within a reasonable time. The failure of any Indemnified
Party to give the appropriate notice shall not effect the rights of the other Indemnified Parties. Network
Solutions recognizes that certain educational and government entities may not be able to provide
indemnification. If the Registrant is (i) a governmental or non-profit educational entity, (ii) requesting a
Domain Name with a root of EDU or GOV and (iii) not permitted by law or under its organizational
documents to provide indemnification, the Registrant must notify Network Solutions in writing and,
upon receiving appropriate proof of such restriction, Network Solutions will provide an alternative

indemnification provision for such a Registrant.

4. Revocation: Registrant agrees that Network Solutions shall have the right in its sole discretion to
revoke a Domain Name from registration upon thirty (30) days prior written notice, or at such time as
ordered by a court, should Network Solutions receive a properly authenticated order by a federal or state
court in the United States appearing to have jurisdiction, and requiring the Registrant to transfer or
suspend registration of the Domain Name.
5. Third Party Dispute Initiation: Registrant acknowledges and agrees that Network Solutions cannot
act as an arbiter of disputes arising out of the registration of a Domain Name. At the same time,
Registrant acknowledges that Network Solutions may be presented with information that a Domain
Name registered by Registrant violates the legal rights of a third party. Such information includes, but is
not limited to, evidence that the second-level Domain Name (i.e., not including .COM, .ORG, .NET,
.EDU, or .GOV) is identical to a valid and subsisting foreign or United States federal Registration of a
trademark or service mark on the Principal Register that is in full force and effect and owned by another
person or entity ("Complainant"):
(a) Proof of such a trademark must be by submission of a certified copy, not more than six
(6) months old, of a United States Principal or foreign registration (copies certified in
accordance with 37 CFR 2.33(a)(l)(viii) or its successor will meet this standard for
registrations in jurisdictions other than the United States ("Certified Registration")).
Trademark or service mark registrations from the Supplemental Register of the United
States, or from individual states (such as California) of the United States are not sufficient.
(b) In addition to the proof required by Section 5(a), the owner of a trademark or service
mark registration must give prior notice to the Domain Name Registrant, specifying
unequivocally and with particularity that the registration and use of the Registrant's Domain
Name violates the legal rights of the trademark owner, and provide Network Solutions with
a copy of such notice. Network Solutions will not undertake any separate investigation of
the statements in such notice.
(c) In those instances (i) where the basis of the claim is other than a Certified Registration
described above, or (ii) where the Complainant fails to provide the proof of notice required
by Section 5(b), the third party procedures in Section 6 will not be applied.
6. Third Party Procedures: In those instances where a third party claim is based upon and complies
with Section 5(a and b), Network Solutions may apply the following procedures, which recognize that
trademark ownership does not automatically extend to a Domain'Name and which reflect no opinion on
the part of Network Solutions concerning the ultimate determination of the claim:
(a) Network Solutions shall determine the activation date of the Registrant's Domain Name.
(b) If the Registrant's Domain Name activation date is before the earlier of (i) the date of
first use of the trademark or service mark in the Certified Registration or (ii) the effective
date of the valid and subsisting Certified Registration owned by the Complainant, or, if
Registrant provides evidence of ownership of a trademark or service mark as provided in
Section 5, the Registrant shall be allowed to continue the registration and use of the
contested Domain Name, as against that Complainant and subject to the remaining terms of
this Policy.

(c) If the activation date of the Domain Name is after the earlier of (i) the date of first use of
a Complainant's trademark or service mark in the Certified Registration, or (ii) the effective
date of the valid and subsisting Certified Registration owned by the Complainant, then
Network Solutions shall request from the Registrant proof of ownership of Registrant's own
registered mark by submission of a certified copy, of the type and nature specified in
Section 5(a) above, owned by the Registrant and which was registered prior to the earlier of
the date of Network Solutions' request for proof of ownership above or any third party
notifying the Registrant of a dispute. The mark provided must be identical to the
second-level Domain Name registered to the Registrant.
(d) If the Registrant's activation date is after the dates specified in Section 6(b), or the
Registrant fails to provide evidence of a trademark or service mark registration to Network
Solutions within thirty (30) days of receipt of Network Solutions' request, Network
Solutions will assist Registrant with assignment of a new domain name, and will allow
Registrant to maintain both names simultaneously for up to ninety (90) days to allow an
orderly transition to the new domain name. Network Solutions will provide such assistance
to a Registrant if and only if Registrant (1) submits a domain name template requesting the
registration of a new domain name; and (2) submits an explicit written request for
assistance, including an identification of the Registrant's desired new domain name and the
tracking number assigned by Network Solutions in response to the new domain name
template, both within thirty (30) days of receipt of Network Solutions' original notice of the
complaint. At the end of the ninety (90) day period of simultaneous use, Network Solutions
will place the disputed Domain Name on "Hold" status, pending resolution of the dispute.
As long as a Domain Name is on "Hold" status, that Domain Name registered to Registrant
shall not be available for use by any party.
(e) In the event the Registrant (1) fails to provide the documentation required by Section
6(c) of a trademark or service mark registration within thirty (30) days of receipt of
Network Solutions' dispute notification letter, (2) provides Network Solutions written
notification that Registrant will neither accept the assignment of a new domain name nor
relinquish its use of the Domain Name, or (3) fails to take any action or provide any written
notice within the times specified in this Section 6, whichever event occurs first, Network
Solutions will place the Domain Name on "Hold." As long as a Domain Name is on "Hold"
status, that Domain Name registered to Registrant shall not be available for use by any
party.
(f) Network Solutions will reinstate the Domain Name placed in a "Hold" status (i) upon
receiving a properly authenticated temporary or final order by a federal or state court in the
United States having competent jurisdiction and stating which party to the dispute is
entitled to the Domain Name, or (ii) if Network Solutions receives other satisfactory
evidence from the parties of the resolution of the dispute.
7. Litigation: In the event that, prior to the Domain Name being placed on "Hold":
(a) The Registrant files suit related to the registration and use of the Domain Name against
the Complainant in any court of competent jurisdiction in the United States, Network
Solutions will not place the Domain Name on "Hold," subject to the remaining terms of this
Policy and pending a temporary or final decision of the court, provided that the Registrant
provides a copy of the file-stamped Complaint to Network Solutions. In such cases,

Network Solutions will deposit control of the Domain Name into the registry of the court.
Registrant also shall promptly provide copies of any and all pleadings filed in the action to
Network Solutions upon Network Solutions' request.
(b) The Complainant files suit related to the registration and use of the Domain Name
against the Registrant in any court of competent jurisdiction in the United States and
provides Network Solutions with a copy of the file-stamped Complaint, Network Solutions
will not place the Domain Name on "Hold," subject to the remaining terms of this Policy,
and will deposit control of the Domain Name into the registry of the court pending a
temporary or final decision of the court.
(c) In both instances, under Section 7 (a and b), Network Solutions will immediately abide
by all temporary or final court orders directed at either Registrant or Complainant, without
being named as a party to the suit. If named as a party to a law suit, Network Solutions shall
not be limited to the above actions, but reserves the right to raise any and all defenses
deemed appropriate.
8. DISCLAIMER: REGISTRANT AGREES THAT NETWORK SOLUTIONS WILL NOT BE
LIABLE FOR ANY LOSS OF REGISTRATION AND USE OF REGISTRANT'S DOMAIN NAME,
OR FOR INTERRUPTION OF BUSINESS, OR ANY INDIRECT, SPECIAL, INCIDENTAL, OR
CONSEQUENTIAL DAMAGES OF ANY KIND (INCLUDING LOST PROFITS) REGARDLESS OF
THE FORM OF ACTION WHETHER IN CONTRACT, TORT (INCLUDING NEGLIGENCE), OR
OTHERWISE, EVEN IF NETWORK SOLUTIONS HAS BEEN ADVISED OF THE POSSIBILITY
OF SUCH DAMAGES. IN NO EVENT SHALL NETWORK SOLUTIONS' MAXIMUM LIABILITY
UNDER THESE POLICY GUIDELINES EXCEED FIVE HUNDRED ($500.00) DOLLARS.
9. Notices: All notices or reports permitted or required under this Policy shall be in writing and shall be
delivered by personal delivery, facsimile transmission, and/or by first class mail, and shall be deemed
given upon personal delivery, or seven (7) days after deposit in the mail, whichever occurs first. Initial
notices to the Registrant shall be sent to the Domain Name Administrative Contact at the address
associated with the Domain Name Registrant listed in the InterNIC Registration Services' database (i.e.,
the address contained in Section 3 of the Domain Name Registration Agreement (template)).
10. Non-Agency: Nothing contained in this Policy shall be construed as creating any agency,
partnership, or other form of joint enterprise between the parties.
11. Non-Waiver: The failure of either party to require performance by the other party of any provision
hereof shall not affect the full right to require such performance at any time thereafter; nor shall the
waiver by either party of a breach of any provision hereof be taken or held to be a waiver of the
provision itself.
12. Breach: Registrant's failure to abide by any provision under this Policy may be considered by

Network Solutions to be a material breach and Network Solutions may provide a written notice,
describing the breach, to the Registrant. If, within thirty (30) days of the date of mailing such notice, the
Registrant fails to provide evidence, which is reasonably satisfactory to Network Solutions, that it has
not breached its obligations, then Network Solutions may revoke Registrant's registration of the Domain

Name. Any such breach by a Registrant shall not be deemed to have been excused simply because
Network Solutions did not act earlier in response to that, or any other, breach by the Registrant.
13. Invalidity: In the event that any provision of this Policy shall be unenforceable or invalid under any

applicable law or be so held by applicable court decision, such unenforceability or invalidity shall not
render this Policy unenforceable or invalid as a whole. Network Solutions will amend or replace such
provision with one that is valid and enforceable and which achieves, to the extent possible, the original
objectives and intent of Network Solutions as reflected in the original provision.
14. ENTIRETY: THESE GUIDELINES, AS AMENDED, AND THE REGISTRATION
AGREEMENT (TEMPLATE) TOGETHER CONSTITUTE THE COMPLETE AND EXCLUSIVE
AGREEMENT OF THE PARTIES REGARDING DOMAIN NAMES. THESE GUIDELINES
SUPERSEDE AND GOVERN ALL PRIOR PROPOSALS, AGREEMENTS, OR OTHER
COMMUNICATIONS BETWEEN THE PARTIES. REGISTRANT AGREES THAT
REGISTRATION OF A DOMAIN NAME CONSTITUTES AN AGREEMENT TO BE BOUND BY
THIS POLICY, AS AMENDED FROM TIME TO TIME.
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